UNI TED STATES DI STRI CT COURT
DI STRI CT OF CONNECTI CUT

Omega S. A

v. 5 Docket No. 3:00cv1848 (JBA)
Orega Engi neering, Inc.

Omega Press, Inc., and
Orega Scientific, Inc.

Ruling on Cross Mdtions for Summmary Judgnent [Doc. ## 73 & 77]

I . | nt roducti on

Plaintiff, Omrega S.A. ("OSA"), comenced the present suit

on

Sept enber 27, 2000, alleging only one claim that defendants
Orega Engi neering, Inc. ("OE"), Ormega Press, Inc. ("OP"), and
Orega Scientific, Inc. ("0OS"), violated or continue to violate
plaintiff’s statutory rights under the Anticybersquatting
Consumer Protection Act ("ACPA")(15 U.S.C. § 1125(d)) by
registering and using the internet domain nanes OVEGAWATCH. com
and OVEGATI ME.com  After protracted discovery requiring
mul tiple rulings from Magi strate Judge Joan G Margolis, the
parties cross noved for summary judgnment. By order dated
Sept enber 30, 2002 [Doc. #96], the Court deni ed defendants’
nmotion [Doc. #73], and granted in part and denied in part

plaintiff’s nmotion [Doc. #77], for the reasons that foll ow.



| 1. Factual Background?!

The follow ng summari zes the undi sputed facts in the
summary judgment record.?

A. The Parties

OSA markets and sells horol ogical products, including
wat ches, clocks, and correspondi ng accessories.® The conpany
hol ds regi stered trademarks for the nanme "Orega" and the

letter "O' for use in connection with, anmong other things,

1'I'n support of their notion for sunmary judgnent, defendants subnitted a

Local Rule 9(c)(1) statenent containing 29 enunerated paragraphs. Plaintiff
filed a corresponding Local Rule 9(c)(2) statenent, setting forth defendants’
29 paragraphs and stating whether each was adnmitted or denied. However,
plaintiff’s 9(c)(2) statenent failed to contravene properly defendant’s

9(c) (1) statement by providing an annotated separate section |listing each

i ssue of material fact as to which plaintiff contends there is a genuine issue
to be tried. Rather, plaintiff’s 9(c)(2) statenent included an enunerated
list entitled "Material Facts Refuting Defendants’ Statement” conplete with
annotations citing to deposition testinmony and def endants’ admi ssions.

"One inportant purpose of Local Rule 9(c) is to direct the court to the
mat erial facts that the novant clainms are undi sputed and that the party
opposing the notion clains are disputed. O herwise the court is left to dig
t hrough a vol um nous record, searching for material issues of fact w thout the
aid of the parties.” N.S. v. Stratford Bd. of Educ., 97 F. Supp. 2d. 224, 227
(D. Conn. 2000); accord Hill v. Meta Group, 62 F. Supp. 2d. 639, 639 (D. Conn
1999).

Al t hough plaintiff’s 9(c)(2) statenent is not strictly in conformance with
the rules, plaintiff’s annotated briefs subnmitted in connection with the
parties’ cross notions do direct the Court to parts of the record purportedly
contravening the facts set forth in defendant’s 9(c) (1) statenent.

Accordingly, the Court will deemadmtted by rule 9(c)(1) only facts not
controverted by either evidentiary citations found in plaintiff’s 9(c)(2)
statement or plaintiff’s briefs.

2 The Court will set forth additional facts contained in the record as needed
for its analysis of the parties’ cross-notions.

% Def endants’ Menorandum in Support of Summary Judgnent Appendi x | (Deposition
of Christine S. Rupp 54:4-56:17) and Appendix |1 (Deposition of Hanspeter
Rent sch 114:24-115:19).



wat ches, horol ogical instrunents, electronic time recording
devi ces, and various parts and accessories related to
wat ches. 4

OCE is a Del aware corporation with its principal place of
busi ness in Stanford, Connecticut.® OE specializes in
mar keti ng i ndustrial and scientific products used for, anong
ot her things, the control or neasurenent of tenperature,
hum dity, pressure, strain, force, flow, |evel, pH, and
conductivity.® OE holds at |east one registered trademark for
t he name "Orega" for use in connection with scientific and
i ndustrial apparatus.’

OP is an affiliate of OE, which operates as OE' s trade

vehicle for selling technical books, software and ot her

*# U.S. Trademark Registrations 577,415, 660,541, 1,290,661, 566,370, 25, 036,
578,041, and 708, 731.

5 OSA's Conplaint 1 2 and OE' s Anended Answer Y 2.
®Plaintiff's Qpposition to Summary Judgment at 6

" U S. Trademark Registration 818, 251; Declaration of Christine B. Riggs 1 3
and Exhibit M Plaintiff’s 9(c)(2) Statenent f 6 denies that defendant’s
trademark is valid, subsisting, existing and incontestable. However,
defendants’ evidence irrefutably confirms the validity and incontestable
status of their trademark, and, as required, plaintiff has directed the Court
to no controverting evidence. See infra at pp. 12-15 and note 33.

3



printed material.® OP is the registered owner of the donmmin
name OVEGAWATCH. com °

OS is an affiliate of OE, which operates as a trade
vehicle for the sale of scientific and technical instruments.?

OS is the registered owner of the domain name OVEGATI ME. com 1!

B. The Parties’ Prior Disputes

Thr oughout the 1980s, OE and OSA had a history of
di sputing the scope of their respective trademark rights.
During that period, the two parties signed several agreenents
limted to certain countries and trademark registrations. 1In
an effort to end such disputes once and for all, in 1992, OE
entered into a worl dwi de agreenent with OSA. In 1994, the
agreenent was replaced by a new worl dw de agreenent, which was
executed for and on behalf of OSA on May 3, 1994, and CE on
August 2, 1994 ("1994 Agreenent").??

The 1994 Agreenent states, in part, that

S Plaintiff’s Conplaint 1 5; Plaintiff’s Opposition to Sunmary Judgnent at 6;
Plaintiff’s 9(c)(1) Statement § 2.

® Defendants’ 9(c)(2) Statenent T 4.

© plaintiff's Conplaint § 5; Plaintiff’s Opposition to Summary Judgnment at 6;
Plaintiff’s 9(c)(1) Statement § 3.

1 Defendants’ 9(c)(2) Statenment § 5.

2 plaintiff’'s 9(c)(2) Statenment § 18.



both parties hereto are desirous of comng to an
arrangenent for the avoi dance of future interference
Wor | dwi de between their respective fields of
commerci al operation under their Rights in respect
of Trademarks consisting of or including the word
OMEGA and/or the Greek letter O or containing

el ements colourably resenbling either of thos[e] two
el enents. 13

The 1994 Agreenent settled various contested matters
around the world involving OE's and OSA's trademarks. Anpbng
ot her things, OE agreed to withdraw certain oppositions
agai nst OSA and anmend certain definitions of goods in OE s
trademar k applications and OSA agreed to anmend certain
definitions of goods in OSA's trademark applications.

Rel evant to the present cross notions, the 1994 Agreenent
al so contains the follow ng provisions:

Henceforth fromthe signing of this Agreenent and
effective in all countries of the Wrld:

a. Omega Engi neering Incorporated undertakes not to
use, register or apply to register any trademark
consisting of or containing the word Orega or the
Greek letter O or any mark containing el enents

col ourably resembling either of those two el enents
in respect of conmputer controlled nmeasuring, timng
and di spl ay apparatus, unless intended for science
or industry.1®

C. The Present Dispute

B plaintiff's 9(c)(2) Statenment § 19.
“1d.

B plaintiff’'s 9(c)(2) Statenment { 20.



Because the disposition of the parties’ notions turns
| argely on the intent underlying OP’s and OS's registration
and use of OVEGAWATCH. com and OMEGATI ME. com domai n nanes,
def endants’ explanation of their general marketing strategy
and the resulting registration and use of the offendi ng domain
nanmes is here set out in detail:16

Since [the early 1990s], OE has enployed a strategy
of registering a variety of OVEGA domai n nanes for
mar keti ng and defensive purposes. Although Omega
Engi neering uses the domai n name onega.com as the
primary name for entry to its Internet website, OE
has al so regi stered and uses other domai n names for
its marketing purposes. For exanple, COE uses
particul ar domain nanes in advertisenments to permt
potential customers to access directly the web pages
for products in which they have an interest, instead
of forcing themto navigate fromthe main entrance
to its Internet website.

OCE has al so used specific domain nanmes to track the
ef fectiveness of its marketing by advertising in
different trade journals different domai n nanes, al
| eading to the sane web page for a particular
product. By tracking the nunber of sessions and
time spent for each domain name, it can determ ne
whi ch trade journal generated nore requests to view
t he product.

From a marketing point of view, by having a | arge
coll ection of OVEGA domain nanes, OE and its
affiliates maxi m ze the chance that a customer

| ooking for a particular product, product type or
product manual or based on an advertised feature or

® The Court understands 17 9 and 10 of Plaintiff's 9(c)(1) Statenent as an
admi ssion to the existence of defendants’ explanation and not to its veracity.
Only reading those paragraphs woodenly and in isolation fromthe rest of
plaintiff’s subm ssions could |lead to the conclusion that plaintiff has
"conceded itself out of court." Defendants’ Motion for Summary Judgment at 5-
6.



slogan, will be led to OE's main web page or a
particul ar product page, a particular product manual
or specific technical data on a subject, even if the
custonmer does not initially type in omega.com

In late 1995 and early 1996, OP and OS created
advertising canpaigns with associ ated domai n nanes.
An advertising canmpaign was created for technica
and scientific books sold under the OP nane
utilizing the slogan "Watchword on Scientific and
Techni cal Books." Web pages for an Internet website
featuring this advertising canpai gn were created,
usi ng the domai n name onegawatch.com which is a
conbi nation of the OVEGA trademark and a shortened
version of the slogan "Watchword on Scientific and
Techni cal Books."

OP registered the domai n nane OVEGAWATCH. com on or
about December 15, 1995, and began using the domain
name in approximtely May, 1996. The site initially
consi sted of the slogan "Watchword on Scientific and
Techni cal Books," plus a listing of publications

t hat were avail able from Omega Press.

At about the sane tine, in 1995-96, another
advertising canpai gn was devel oped for the
scientific instruments OS sold using the slogan
"Timely Introducing Scientific Instruments.” Wb
pages for an Internet website featuring this
advertising canpaign were also created using the
domai n name onegati me.com which is a conbination of
the Omega trademark and a shortened version of the
advertising slogan "Tinmely Introducing Scientific

| nstrunents.”

Orega Scientific registered the domai n nane
OMEGATI ME. com on Decenber 15, 1995, and began usi ng
the domain name in approximtely My, 1996. As
originally fornulated, the site contained the sl ogan
"Timely Introducing Scientific Instruments” and a
listing of scientific instrunents avail able for



purchase from Orega Scientific or Onega
Engi neeri ng. Y’

On May 28, 1996, Jess M Collen, counsel of record for
OSA in the present suit, wote Dr. WIIliam Drucker, who was
apparently at that time outside counsel for OE, requesting an
"imredi ate transfer of the rights to [ OMEGAWATCH. com and
OVEGATI ME. coml to OSA."*® Attorney Collen further wote, "Had
not your client already identified its desire to bring about
an i mediate fully satisfactory conclusion to this dispute ...

we woul d by now have taken | egal steps."1®

Sonetime after July 17, 1998, defendants replaced the
content of the websites |ocated at OVEGAWATCH. com and
OMEGATI ME.comwith the follow ng hyperlinks and correspondi ng

not ati ons: 20

If you want to buy a wistwatch, clock, or want to tine a

sporting event, please contact:

17 Defendants’ 9(c) (1) Statenment §fs. 13-15; See Declaration of Dr. MIton B.
Hol | ander ("Hol | ander Decl aration") 9fs. 9-11.

% Hol | ander Decl aration Exhibit J (Letter of Jess Collen to WIIiam Drucker).
®d.

2 plaintiff’s Qpposition to Summary Judgnment at 10-11 and Exhibit B;
Plaintiff's 9(c)(2) Statement | 24.



http://ww. onega. ch[ 24

| f you are | ooking for Orega Engineering, Inc., world
| eader in process neasurenment and control instruments,
pl ease contact:

http://ww. omega. com

Def endant s expl ai n:

More recently, the domain sites onegatine.com and
onmegawat ch. com have provided links to the onmega.com
website where all of the products and nerchandi se of
Orega Engineering and its affiliates are listed for
sale.... This approach is consistent with the

mar keti ng strategy, described above, of using
mul ti pl e domai n nanes and websites as nultiple ports
of entry to a main website or to pages within the
mai n website.

Thus, defendants have continued to utilize the
domai n name onegatinme.com as a marketing vehicle to
attract custonmers | ooking for conputerized timng
devices and to direct themto the onega.com website
where such products are sol d.

The defendants have al so continued to use the
onmegawat ch. com domai n nane to attract customers
fam liar with the slogan "Watchword on Scientific
and Techni cal Books" and as a defensive tactic to
protect agai nst encroachment on the Orega nane on
t he Web. "?2

2 Omega.ch is OSA's main website

Z plaintiff’s 9(c)(2) Statement T 17; See Holl ander Declaration T 13. As
not ed above, see supra at note 16, it is the fact of this explanation, and not
its accuracy, that is undisputed.



Finally, defendants have not offered to sell OVEGAWATCH. com or
OVEGATI ME.comto plaintiff or any third party for nonetary or

ot her renuneration. 23

I11. Legal Standard for Summary Judgnent

Sunmary judgnment "shall be rendered forthwith if the
pl eadi ngs, depositions, answers to interrogatories, and
adm ssions on file, together with the affidavits, if any, show
that there is no genuine issue as to any material fact and
that the noving party is entitled to a judgnment as a matter of
law." Fed. R Civ. P. 56(c). An issue of fact is “material”

for these purposes if it “mght affect the outcone of the suit

under the governing law.” Anderson v. Liberty Lobby, Inc.
477 U.S. 242, 248 (1986). An issue of fact is “genuine” if
“the evidence is such that a reasonable jury could return a
verdict for the nonnoving party.” ld. Accordingly, summary
judgment may be granted “[w] here the record taken as a whol e

could not lead a rational trier of fact to find for the

non-nmovi ng party.” Matsushita Elec. Indus. Co. v. Zenith

Radi o Corp., 475 U. S. 574, 587 (1986).

B plaintiff’s 9(c)(2) Statement T 26; See Holl ander Declaration | 22.
Plaintiff denies the part of this fact that relates to third parties.

However, as plaintiff neither points to nor offers any controverting evi dence,
the Court accepts defendants’ entire factual assertion as true.

10



Procedurally, Rule 56 places the initial burden of
producti on of evidence on the party noving for summary
judgnment to denonstrate the absence of a genuine issue of

mat eri al fact. Celotex Corp. v. Catrett, 477 U. S. 317, 323

(1986). Once that burden is net, the non-nobving party nust
“go beyond the pleadings and by her own affidavits, or by the
‘depositions, answers to interrogatories, and adm ssi ons on
file," designate 'specific facts showing that there is a
genui ne issue for trial.'” 1d. at 324 (quoting Fed. R Civ.
P. 56(c) and (e)).

"A District Court nust resolve any factual issues of

controversy in favor of the non-noving party,"” Lujan v. Nat’

Widlife Fed'n, 497 U.S. 871, 888 (1990), m ndful that "at the

summary judgnment stage the judge's function is not hinself to
wei gh the evidence and determine the truth of the matter but
to determ ne whether there is a genuine issue for trial."
Anderson, 477 U.S. at 249. On the other hand, the object of
Rule 56(e) "is not to replace conclusory allegations of the
conpl aint or answer with conclusory allegations of an
affidavit," Lujan, 497 U.S. at 888, and therefore the non-
nmovi ng party nust "do nore than sinply show that there is sone

met aphysi cal doubt as to the material facts."™ Mtsushita, 475

U.S. at 586. A "nere scintilla" of evidence is not enough to

11



def eat summary judgnent, Anderson, 477 U.S. at 252; "[i]f the
evidence is nerely colorable...or is not significantly
probative...summary judgnent nay be granted.” 1d. at 250
(citations omtted).

The District Court then determ nes whether to grant
sunmary judgnment, with the understanding that "[t]here is no
issue for trial unless there is sufficient evidence favoring
t he nonnmoving party for a jury to return a verdict for that

party. ... Anderson, 477 U.S. at 249-50 (citations omtted).
Stated differently, the District Court’s ultinmte concern at
the summary judgment stage is "whether there is a need for a
trial — whether, in other words, there are any genuine
factual issues that properly can be resolved only by a finder
of fact because they may reasonably be resolved in favor of
either party." 1d. at 250.

Finally, sunmmary judgnent "is properly regarded not as a
di sfavored procedural shortcut," Celotex, 477 U.S. at 327,
and, applying the Suprenme Court’s framework in the context of
the now | ess than three year old ACPA, district courts have
granted and courts of appeal affirmed summary judgnment agai nst

cybersquatters and in favor of trademark owners. See

e.d., Virtual Wrks, Inc. v. Vol kswagen of Am . Inc., 238 F.3d

264 (4" Cir. 2001); People for the Ethical Treatnent of

12



Animals v. Doughney, 263 F.3d 359 (4!" Cir. 2001); Donmmin Nane

Clearing Co. v. F.C.F. Inc., No. 00-2509, 2001 WL 788975 (4t"

Cir. July 12, 2001) (unpublished disposition subject to Fourth

Circuit Rule 36(c)); Eurotech, Inc. v. Cosnps European Travels

Akt i engeseel schaft, 213 F. Supp. 2d. 612 (E.D. Va. 2002);

Int’l Bancorp, L.L.C. v. Societe des Bains de Mer et du Cercle

des Etrangers a Monaco, 192 F. Supp. 2d. 467 (E.D. Va. 2002);

Cable News Network L.P. v. CNNEWS.com 177 F. Supp. 2d. 506

(E.D. Va. 2001); Victoria' s Cyber Secret Ltd. P ship. v. V

Secret Catal ogue, Inc., 161 F. Supp.2d. 1339 (S.D. Fla. 2001);

and Mattel, Inc. v. Adventure Apparel, No. 00 ClV. 4085, 2001

W. 1035140 (S.D.N.Y. Sept. 7, 2001).

| V. Discussion

A. Evi denti ary Chal | enges

Both plaintiff and defendants have nmade numerous
evidentiary challenges to each other’s subm ssions supporting
each side’s summary judgnent notion. The Court’s ultimte
di sposition of the parties’ cross notions noots nost of these
chal | enges. However, the Court will separately address
def endants’ challenge to the sufficiency of plaintiff’s

proffered evidence regarding its registered trademarks because

13



of the centrality of that evidence to resolution of
plaintiff’ s notion.

Plaintiff asserts that it has all right, title, and
interest in and to seven United States registered tradenmarks
for the marks "Omega" and/or "QO' for, anong other things,
wat ches and horol ogi cal instrunments. |In support, plaintiff
provi ded the Court at oral argument with seven ori gi nal
updated trademark registrations, including Trademark
Regi stration Nos. 566,370, 708,731, and 1, 290,661, replacing
ol der copies which had been submtted as Exhibit 1 to
Plaintiff’s Conpl aint.

Number 566,370 is for the mark "Onega," reveal s the
registrant as OSA with a renewal termof ten years from
Novenmber 4, 1992, is stanped "Section 8 & 15," is stanped with
the seal of the United States Patent and Trademark Office, is
certified as a true copy, and is signed by a certifying
officer with authority fromthe conm ssioner of patents and
trademarks. Nunbers 578,041 and 1,290,661 are exactly the
sane except that both are for the mark "O' over the word
"Omega", No. 578,041 has a renewal termof ten years from July
28, 1993, and No. 1,290,661 has a renewal term of twenty years

from August 21, 1984.

14



On their face, the trademark registrations refl ect that
OSA has adopted and is using the trademarks for, anong ot her
t hi ngs, watches (including pocket watches, wrist watches (with
or without straps, bands or bracelets), pendant watches,
cal endar watches, and stop-watches), clocks, and conputer
apparatus for checking and controlling the nmeasurenment of tinme
and di stance for sporting events.

Def endants argue that plaintiff’s regi stered tradenmarks
are inadm ssible because trademark registrations appended to
an unverified conplaint do not constitute adm ssible evidence
that OSA, in fact, owns the registrations or that the
registrations are valid and subsisting. At oral argunent,
def endants did not comrent on plaintiff’s offer of the updated
regi strations.

Pursuant to 15 U. S.C. § 1057(c),? plaintiff’'s
registration certificates constitute prima facie evidence of
the validity and registration of OSA's "Orega" and "O' marKks,
OSA’s ownership of them and OSA s exclusive right to use the

regi stered marks in connection with the products nentioned

% |n pertinent part, 15 U.S.C. § 1057(c) reads,

[A] certificate of registration of a mark upon the principal register

shall be prima facie evidence of the validity of the registered mark
and of the registration of the mark, of the registrant’s ownership of
the mark, and of the registrant’s exclusive right to use the registered
mark in comerce on or in connection with the goods or services
specified in the certificate...

15



therein. Moreover, the stanmp "Section 8 & 15" on Trademark
Regi strations Nos. 566,370, Nos. 578,041, and 1, 290, 661,
reveals that OSA’s right to use the marks di splayed in those
regi strati ons has been rendered incontestable by an affidavit
properly filed pursuant to 15 U S.C. 8§ 1065. See Tradenmark
Manual of Exam ning Procedure 8 1604 (2d ed.)( "When [such]
affidavits do conply with statutory requirenments, the copies
of the registration are ... stanped ["Sec. 15 Affidavit

Received"]");? see also Trademark Manual of Exam ning

Procedure 8§ 1605.04 (3d ed.); Chrysler Corporation v. Vanzant,

No. 93-56219, 1997 W. 54993, at *1 n.1 (9" Cir. Aug. 28,

1997) (unpubl i shed opinion subject to Ninth Circuit Rule 36-3).
Finally, plaintiff’s copies of trademark registrations

are adm ssi bl e evidence under Fed. R Evid. 201(b)(2) as a

"judicially noticed fact ... capable of accurate and ready

determ nation by resort to sources whose accuracy cannot

reasonably be questioned." Fed. R Evid. 201(b)(2); see Metro

Publ ' g, Ltd. v. San Jose Mercury News, 987 F.2d 637, 641 n.3

(9th Cir. 1993), abrogation on other grounds recognized by Roe

v. Anderson, 134 F.3d 1400 (9th Cir. 1998)("Certified copies of

trademark registrations fromthe principal register fall

% The "Section 15" refers to section 15 of the Lanham Trademark Act of July 5,
1946, codified at 15 U. S.C. 8§ 1065.

16



within [Fed. R Evid. 201(b)(2)]").?% Accordingly, plaintiff’s
trademark registration certificates will be consi dered under
Rul e 56(e).

B. ACPA

Congress enacted the ACPA on Novenber 29, 1999, to
"protect consuners and Anerican businesses, to promote the
growth of online commerce, and to provide clarity in the |aw
for trademark owners by prohibiting bad-faith and abusive
registration of distinctive marks as Internet domain nanes
with the intent to profit fromthe goodw || associated with

such marks." Sporty’'s FarmL.L.C. v. Sportsnman’'s Market,

lnc., 202 F.3d 489, 495 (2d Cir. 2000)(guoting S. Rep. No.

106- 140, at 4 (1999)). In pertinent part, the ACPA provides,
A person shall be liable in a civil action by the owner
of
a mark...if, without regard to the goods and services of
t he

parties, that person

(i) has a bad faith intent to profit fromthat mark...;
and

(ii) registers, traffics in, or uses a domain nanme that-

% The Court also notes that, under Fed. R Evid. 902(1), all seven trademark
regi strations subnmitted by plaintiff at oral argunent are self-authenticating
as "docunent[s] bearing a seal purporting to be that of the United States ...
or a ... department ... or agency thereof, and a signature purporting to be an
attestation...."

17



(') in the case of a mark that is distinctive at the
time of registration of the domain nane, is
identical or confusingly simlar to that mark;

(I'l') in the case of a fanpbus mark that is fanpus at
the time of the registration of the domain nane, is
identical or confusingly simlar to or dilutive of

t hat mark; or

15 U.S.C. § 1125(d).

The Second Circuit’s sole decision on the ACPA utilized a
three part analysis for determning a violation of the
statute, which asks sequentially: 1) whether a mark is
di stinctive or famous; 2) whether a domain nanme is identical
or confusingly simlar to that mark (or additionally, in the
case of a fampus mark, whether a domain nanmes is dilutive of
that mark); and 3) whether that domain nane was registered,

trafficked in, or used with a bad faith intent to profit from

that mark. See Sporty’'s Farm 202 F.3d at 497-98; see also

Newport Electronics, Inc. v. Newport Corp., 157 F. Supp. 2d.

202, 214 (D. Conn. 2001). Therefore, the elenments of an ACPA
claimpermt a plaintiff to pursue three separate tracks of
liability: 1) Distinctiveness, ldentical or Confusingly
Simlar, and Bad Faith; 2) Fanous, Identical or Confusingly
Simlar, and Bad Faith; and 3) Famous, Dilutive, and Bad
Fai t h.

Plaintiff argues that it has nmet its summary judgnent
burden on all three tracks, whereas defendants seek sunmmary

18



j udgnment on the grounds that no reasonable jury could find for
plaintiff on the issue of bad faith, or, in the alternative,
that plaintiff’s claimunder the ACPA is tinme barred by the
applicable statute of limtations and/or | aches.
1. Di stinctive or Fanous

Plaintiff proceeds on the alternative theories that its
mar ks "Omega" and "O' are both distinctive and fanpus.
Because defendants did not nove for summary judgnment on the
basis of either alternative element, the Court need only
address at this point whether plaintiff has denonstrated that
there is no genuine issue of material fact with respect to
whet her its marks are distinctive and/or fanous.

a.) Distinctiveness of Plaintiff’s Marks

For purposes of the ACPA,

[D]istinctiveness refers to inherent qualities of a mark

and is a conpletely different concept fromfane. A mark

may be distinctive before it has been used — when its

fame is nonexistent. By the sane token, even a fanous

mark may be so ordinary, or descriptive as to be notable

for its |lack of distinctiveness.

Sporty’'s Farm 202 F.3d at 497.

In the Second Circuit, the inherent distinctiveness of a
trademark is traditionally evaluated by the test pronul gated

by Judge Friendly in Aberbronbie & Fitch Co. v. Hunting World,

Inc., 537 F.2d 4, 9 (2d Cir. 1976), pursuant to which nmarks
are classified as either (1) generic, (2) descriptive, (3)

19



suggestive, or (4) arbitrary or fanciful. See Knitwaves, Inc.

V.

Lollytogs Ltd., 71 F.3d 996, 1007 (2d Cir. 1995).

(2d

At the low end are generic words -- words that nane the
species or object to which the mark applies. These are
totally w thout distinctiveness and are ineligible for
protection as marks because to give them protection would
be to deprive custoners of the right to refer to their
products by nane....

One rung up the | adder are ‘descriptive marks -- those
t hat describe the product or its attributes or clains.

These also have little distinctiveness and accordingly

are ineligible for protection unless they have acquired
‘secondary neaning’ ...

The next higher rung belongs to ‘suggestive marks’; these
fall in an in-between category... They do not nane or
descri be the product for which they are used, but they
suggest the qualities or clains of that product. They
are nore distinctive than descriptive marks, and thus are
accorded trademark rights.... Nonethel ess, because they
seek to suggest qualities of the product, they possess a
| ow | evel of distinctiveness...

A mark is arbitrary or fanciful if there is no |ogical
rel ati onshi p what soever between the mark and the product
on which it is used. However, even within the category
of arbitrary or fanciful marks, there is still a
substantial range of distinctiveness. Sone marks may
qualify as arbitrary because they have no | ogical
relationship to the product, but nonethel ess have a | ow
| evel of distinctiveness because they are common. The
nost distinctive are marks that are entirely the product
of the inmagination and evoke no associations with the
human experience that relate intrinsically to the
product.

Nabi sco, Inc. v. PF Brands, Inc., 191 F.3d 208, 215-16

Gir. 1999).
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Only suggestive, arbitrary, or fanciful marks are consi dered

i nherently distinctive. See Knitwaves, 71 F.3d at 1007. 7%

Finally, a registered trademark rendered incontestable by
virtue of an affidavit filed under 15 U.S.C. 8§ 1065 entitles
the subject mark to a presunption that it is inherently

distinctive. See Sporty's Farm 202 F.3d at 497 (citing

Equi ne Techs., Inc. v. Equitech., Inc., 68 F.3d 542, 545 (1s

Cir. 1995)).
Plaintiff argues that its "Omega" and "O' nmarks as used
in connection with the sale and distribution of watches are

i nherently distinctive because they place at |east at the

suggestive level on the Abercronbie scale. |In support,
plaintiff cites the definition of "Orega" found in Merriams
Webster’s Coll egiate Online Dictionary:

(1) the 24t" and last letter of the Greek Al phabet

(2) Last, Ending
(3) a: a negatively charged el enentary particle that has

Z The Court notes that, although intimated to the contrary, Sporty's Farmdid
not explicitly decide whether a showi ng of acquired secondary meani ng
(acquired distinctiveness) versus inherent distinctiveness would satisfy the
‘distinctive elenent of the ACPA. See Sporty's Farm 202 F.3d at 497
("Distinctiveness refers to inherent qualities of a mark ... [E]ven a fanpus
mark may be so ... descriptive as to be notable for its lack of
distinctiveness."); Cf. TCPIP Holding Co. v. Haar Communications, Inc., 244
F.3d 88, 98 (2d Cir. 2001)(holding that, for purposes of the Federal Trademark
Dilution Act ("FTDA"), a mark nust possess "a sufficient degree of ‘inherent
di stinctiveness’ to satisfy the Act’s requirenent of ‘distinctive quality’ .")
Resolution of this issue is unnecessary for the disposition of the parties’
Ccross notions.
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mass 3270 tinmes the nmass of an electron —called al so
onmega

m nus b: a very short-lived unstable nmeson with mass 1532

times the mass of an electron —called al so onmega nmeson.

Plaintiff points out that none of the dictionary
definitions of "onega" are generic terns for watches, or
describe a feature or attribute of watches, tinme, tine-
keepers, or tinmers. Defendants nonet hel ess urge that OSA has
failed to neet its burden of establishing that there is no
triable issue of fact with respect to distinctiveness. Mbst
of defendants’ argunents, however, address whether plaintiff’s
mar ks are fanous.

The Court has no doubt that the marks "omega" and "O', as
used in connection with the manufacture and sal e of watches,
clocks, and electronic timng equi pnent, are inherently
di stinctive. The neanings associated with the word "onega"
and letter "O' do not suggest tinme or watches. Rather
"omega" and "O' are sinply arbitrary designations for
plaintiff’s watches, correspondi ng accessories, and tim ng
equi pnent. As such, the marks are distinctive within the
meani ng of the ACPA. As no rational trier of fact could
return a verdict for defendants on this elenment, plaintiff is

entitled to summary judgnent that the marks "onega" and "O'

are distinctive for purposes of the ACPA.
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b.) Fanme of Plaintiff’ s Marks
Whet her a mark is famus within the neaning of the ACPA
is measured by the "rigorous criteria" of 15 U.S. C.
1125(c) (1), a provision originally enacted in 1996 as part of

the FTDA of 1995. See Sporty’'s Farm 202 F.3d at 497 and

n.10. That statute reads in pertinent part,
I n determ ning whether a mark is distinctive and fanous,
court may consider factors such as, but not limted to —

(A) the degree of inherent or acquired distinctiveness of
the mark;

(B) the duration and extent of use of the mark in
connecti on
with the goods or services with which the mark is used;

(C) the duration and extent of advertising and publicity

of

the mark;

(D) the geographical extent of the trading area in which
t he

mark i s used,

(E) the channels of trade for the goods and services with

whi ch the mark is used;

(F) the degree of recognition of the mark in the trading

areas and channels of trade used by the marks’ owner and
t he

person agai nst whom the injunction is sought;

(G the nature and extent of use of the same or simlar
mar ks by third parties; and

(H) whether the mark was regi stered under the Act of
Mar ch

3, 1881, or the Act of February 20, 1905, on the

princi pal register.
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I n construing the meaning of ‘fanme’ under the FTDA, the
Second Circuit has held,

Putting together the extraordinary power the Act confers
on a ‘fanous’ mark and the inprobability that Congress
intended to grant such outright exclusivity to marks that
are famous in only a small area or segnent of the nation,

with the hints to be gleaned fromthe House Report [i.e.

exanpl es of fanous marks are Dupont, Buick, and Kodak],

we think Congress envisioned that marks would qualify as

‘famous’ only if they carried a substantial degree of

fame.

TCPI P, 244 F.3d at 99.

In TCPI P, the district court’s prelimnary injunction was
vacated in part because plaintiff’s evidentiary subm ssions to
the district court failed to denonstrate the degree of fame
necessary under the statute. Although the plaintiff had
provided affidavit testinmony that its business had grown from
$100 million in sales from87 stores in 1994 to $280 mllion
from 228 stores operating in 27 states in 1998, and that it
had expended tens of mllions of dollars in advertising its
mar k over the previous decade, the appellate court focused on
t he absence of consumer surveys, press accounts, or "other

evi dence of fane,"” the absence of any statistics pertaining to
any year before 1994, and the unsubstanti ated assertions that
plaintiff had used the mark for thirty years. See TCPIP, 244

F.3d at 99-100; see also Advantage Rent-A-Car, Inc. v.

Enterprise Rent-A-Car, Co., 238 F.3d 378 (5" Cir.
2001) (affirm ng district court’s determ nation that
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def endant’ s slogan "We' Il Pick You Up" was not sufficiently
fanous for purposes of the FTDA even where defendant spent
nore than $130 mllion on advertising containing the slogan,
and had used the slogan in all of the media fornms in which it
advertised, including commercials shown on prine tinme national
tel evision, mjor broadcast networks, and cable stations).

In Avery Dennison Corp. v. Sunpton, 189 F.3d 868 (1999),

a FTDA case, the Ninth Circuit not only reversed the district
court’s award of summary judgnent in favor of plaintiff, the
trademar k owner, but al so remanded the case with instructions
to enter summary judgnent for defendants on their cross
notion, concluding that, anong other elenents, the owner had
not created a genuine issue of fact on the marks’ fame. Wile
the appellate court agreed that plaintiff’s evidence of

ext ensi ve advertising and sales, international operations,
consuner awar eness, and the | ongstandi ng use of the trademarks
"“Avery" and "Dennison" satisfied the other statutory factors,
failure to proffer evidence of "whether consuners in genera
have any brand association with ‘Avery’ and ‘Avery

Denni son’, "28 required the conclusion that plaintiff had failed

3 Although the court stated that "proper consuner surveys mght be highly
relevant to a showing of fame,” it found those offered as evidence by Avery
Denni son to prove only that consumers "al ready acquainted with Avery and Avery
Denni son products are famliar with Avery Dennison." Avery Dennison, 189 F.3d
at 879.
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to neet its burden in opposing summary judgnent of show ng a
genui ne issue of fact regarding its marks’ fame. Avery
Denni son, 189 F.3d at 888-89. "In the instant case ..
[ def endant’ s] sought-after custoner base is Internet users who
desire vanity e-mail addresses, and Avery Dennison’s custoner
base includes purchasers of office products and industri al
fasteners. No evidence denonstrates that Avery Denni son
possesses any degree of recognition anong Internet users or
t hat Appellants direct their e-mail services at Avery
Denni son’ s custoner base."” 1d. at 877-78.

Al t hough OSA recognizes that a mark is consi dered fanpus
for purposes of the ACPA under the criteria laid out in 15
U.S.C. 1125(c)1, it undertakes no anal ysis of that
subsection’s eight criteria. Plaintiff’s subm ssions on fane
consi st of a portion of the deposition testinmny of Christine
Sauser Rupp, a |lawer for OSA' s parent conpany, ?® and the
decl aration of plaintiff’s counsel of record regarding the
mar keti ng and advertising literature currently avail able on
plaintiff’s website with nore than one hundred pages of
advertising material, including posters containing Omega
advertisenents fromthe | ast one hundred years, advertisenents

in foreign | anguages, advertisenents featuring famus people

P plaintiff’s 9(c)(1) Statement Exhibit P (Deposition of Christine S. Rupp).
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such as Pierce Brosnan and Cindy Crawford, and advertisenents
i nform ng browsers that Orega watches are not avail able for
sal e over the internet but only at one of the conmpany’s
wor |l dwi de retail locations.3 Review ng incone statenments, M.
Rupp testified in her deposition that OSA had "sal es and
advertising expenditures for the Omega brand of watches and
timepieces ... in the hundreds of mllions of dollars."3!

As an initial matter, defendants di spute whet her
plaintiff’s proffered evidence is adm ssible. 1In the
alternative, defendants argue that, even if such evidence were
adm ssible, it would not establish the absence of genuine
issue of fact as to the statutory el enent of fame because
plaintiff fails to submt any evidence of consumer recognition
of its mark, including surveys or other market research, and
because of defendants’ own wi despread and | ong-standi ng use of
t he Omega mark.

The Court agrees with defendants’ alternative argument,
and thus does not address the adm ssibility of plaintiff’'s

proffered evidence. Accepting plaintiff’s representations,

% Declaration of James R Hastings.

S Plaintiff’s 9(c)(1) Statement T 24 and Exhibit P (Deposition of Christine S.
Rupp 194:14-198:15 and Exhibit 116). The Court notes that the incone
statenments attached to the subnmitted portion of Ms. Rupp’s deposition

testi mony provide data only for the period from 1989 to 2000, and apparently
pertain only to the United States.
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plaintiff’s evidence could satisfy factors (A)-(C, (H), and
possi bly even (D) of 15 U . S.C. 8 1125(c)(1), nanely, that the
regi stered trademarks "Omega" and "O' have been used for an
ext ended period of tinme in connection with the sale of

wat ches, have had mllions of dollars in advertising spent on
them (since 1989), customers in the United States have
purchased mllions of dollars worth of Onmega brand wat ches,
and (as discussed above) the marks are both distinctive and on
the principal register.

However, plaintiff has offered no evidence on what
appears to be the npost inportant factor in the analysis, 15
US. C 8 1125(c)(1)(F), the degree of recognition of
plaintiff’s marks (as related to watches etc.) in the trading
areas and channels of trade used by both OSA and def endants,
namely the wistwatch niche market in retail stores and the
mar ket for scientific and industrial instruments on internet

sal es sites. See Sporty’'s Farm 202 F.3d at 497 n.10; 3 TCPI P

244 F.3d at 99-100; Avery Dennison, 189 F.3d at 878-80.

Plaintiff offers no consumer surveys or other evidence of fane

anong consuners in general

%2 Wile Sporty’s Farmdid not decide whether the mark at issue in the case was
"fanous" for ACPA purposes, it suggested that absence of evidence of factor
(F) could defeat a claimof fane. See Sporty’'s Farm 202 F.3d at 497 and

n. 10.
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Mor eover, defendants have offered affirmative evidence on
factor (G under 15 U.S.C. 8 1125(c)(1), the nature and extent
of the use of the Onega mark by OE. Exhibit Mto the
Decl aration of B. Christine Riggs ("Riggs Declaration"), in
house counsel to OE, establishes that OE owns a valid,
subsi sting, incontestable registered trademark for "Onega" in
connection with tenperature neasurenent products. 3

Accordingly, plaintiff has not nmet its burden on summary
judgnment to establish the absence of a genuine issue of
mat eri al fact regardi ng whether or not the "Omega" or "O
mar ks are fanmpbus within the nmeaning of the ACPA.3* Because
plaintiff has failed to neet its burden with respect to fane,
the Court does not address plaintiff’s conpani on contention
that the domain nanes at issue dilute its fanobus marks. 3

However, inasnuch as the Court has found distinctiveness of

®¥Exhi bit M contains Trademark Registration No. 818,251 for the mark "Onmega",
which reveals the registrant as CE and a renewal termof twenty years from
Novenber 8, 1986, is stanped "Conmb. Aff. Sec. 8 & 15," is stanped with the
seal of the United States Patent and Trademark Office, is certified as a true
copy, and is signed by the commi ssioner of patents and trademarks.

% Because defendants’ summary judgnent notion does not attenpt to negate or
point to the absence of evidence on the elenent of fame, the Court does not
deci de whet her summary judgnment in favor of defendants on this alternative
liability path woul d be appropriate.

% For purposes of the FTDA, "dilut[ion]" is defined in 15 U.S.C. § 1127, and
i s thoroughly discussed in Nabisco, 191 F.3d at 216-25.
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plaintiff’s mark, it proceeds to the next inquiry on
plaintiff’s ACPA claim
2. | dentical or Confusingly Simlar

The next question is whether there is a triable issue as
to whether defendants’ registered donmai n nanes, OVEGAWATCH. com
and OVEGATI ME. com are "identical or confusingly simlar"” to
plaintiff’'s marks "Onmega" and "O'.3% Defendants do not
predicate their nmotion for summry judgnent on this issue, and
therefore, the Court considers only whether plaintiff has net
its burden of establishing that no reasonable jury could
conclude that the domain names are not confusingly simlar to
plaintiff’s marks.

Because it is clear that neither "OVEGAWATCH' nor
"OVEGATI ME" is identical to "Omega" or "O', the Court first
must determ ne the definition of "confusingly simlar” within

t he meani ng of the ACPA. The Court begins by noting that, for

pur poses of a claimmade under the ACPA, "‘[c]onfusingly
simlar’ is a different standard fromthe ‘1likelihood of
confusion’ standard for trademark infringenment adopted ... in

Pol aroid Corp. v. Polarad Elecs. Corp., 287 F.2d 492 (2d Cir.

% w\hen eval uating whether a domain name is confusingly simlar to a trademark,
a district court disregards the top-level domain nane (e.g. ".conf, ".org",
“.net" etc.). See Sporty's Farm 202 F.3d at 497-98.
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1961)." Sporty’s Farm 202 F.3d at 498 n. 11 (citing Wella

Corp. v. Wella Graphics, Inc., 37 F.3d 46, 48 (2d Cir. 1994)).

Sporty’'s Farm w th supporting citation to Wella Corp.,

see Sporty’'s Farm 202 F.3d at 498 n. 11, distinguishes between

the Polaroid test, under which a court exam nes |ikelihood of
confusion by reference to the respective products of the
parties; and the ACPA, which directs that whether a donmain
name is confusingly simlar to a trademark is to be eval uated
"wi thout regard to the goods or services of the parties."” 15
US C 8 1125(d)(1)(A).3% The Second Circuit concluded wi thout
hesitation that "sportys.com was confusingly simlar to

"sporty’s" under the ACPA. See Sporty's Farm 202 F.3d 498.

Accordingly, the Court exanmines the plaintiff’s record to

det er m ne whet her defendants’ domai n names OMEGAWATCH and

" The ACPA's legislative history further corroborates the deduction, stating
t hat Congress sought to stop "individuals seeking extortionate profits by
reserving Internet domain nanes that are simlar or identical to trademarked
nanmes with no intention of using the names in commerce.” H R Rep. 106-412,
at 6 (1999).

In Wella Corp. v. Wella Graphics, Inc., 37 F.3d 46 (2d Cir. 1994), the Second
Circuit interpreted the phrase "confusingly simlar” in an injunction
following entry of default judgnent of trademark infringenment: "Wen enforcing
i njunctions that enjoin the use of any mark confusingly simlar to the
protected mark, courts should not adjudicate issues such as product proximty
but shoul d sinply eval uate whether or not the new mark is confusingly simlar
to the protected mark, regardl ess of the products on which the marks are
used.” 1d. at 48. "The district court should sinply have determ ned whet her
"Wello" is confusingly simlar to "Wella"." [d. On remand, the district
court "look[ed] solely at the marks thensel ves, without regard to factors such
as simlarity of the parties’ products or potential for custonmer confusion,"”
and concluded that the new mark "Wello" was confusingly simlar to "Wella".
Wella Corp. v. Wella Graphics, Inc., 874 F.Supp. 54, 56 (E.D.N. Y. 1994).
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OMEGATI ME are "confusingly simlar" to plaintiff’s trademarked
"Omega” or "O" within the nmeaning of the ACPA by conparing
solely plaintiff’s marks and defendants’ domai n nanes,
including their intrinsic sound, sight, and meaning, wthout
reference to goods or services with which the domain nane is

associ ated by the parties’ use. See also N. _Light Tech. Inc.

v. N. Light Club, 97 F. Supp. 2d. 96, 117-18 (D. Mass. 2000),

affd. 236 F.3d 57 (1%t Cir. 2001); J. Thomas MCarthy, MCarthy

on Trademarks and Unfair Conpetition § 25:78(4'" ed. 2002)("In

the cybersquatting context, "confusingly simlar" nust sinply

mean that the plaintiff’s mark and the defendant’s domai n nane
are so simlar in sight, sound, or neaning that they could be

confused."). It is apparent that this inquiry differs

somewhat fromthat in Sporty’'s Farm where the analysis

centered on the simlarity between two virtually identical
words save for an apostrophe, and not, as in the present case,
on the simlarity of one word with its identical twin
augnented by a generic term

Plaintiff submts no evidence on "confusingly sinmlar,"
but states the obvious fact that both OVEGAWATCH and OVEGATI ME
i ncorporate the mark "onega" plus one of two generic words,
"time" or "watch". In response, defendants point to the

absence of affidavit or deposition testinony of any actual or
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potential viewer regarding any alleged confusing simlarity,
and/ or survey or market research establishing confusion
bet ween the two domain names and the mark "onega".

Restricting the analysis to an eval uation of the sight,
sound, and meani ng of the mark and domai n names thensel ves,
and wi thout reference to the itenms, products, or services on
whi ch they are used, the Court concludes, under the principles
of Sporty’'s and Wella, that the domain nanes "OVEGATI ME" and
"OVEGAVATCH" are confusingly simlar to the marks "onega" or
"O'. Although this is not a case where the domain nanmes at
issue are identical to a distinctive mark save for a m spl aced
or substituted letter, capitalization, or the absence of an
apostrophe, the nanmes bear such a visual resenbl ance that
i nternet users woul d reasonably assunme that the nanes were
nodi fi ed, used, approved, and/or permtted by OSA. As no
reasonable jury could find for defendants on this el enent,
plaintiff is entitled to summary judgment on the issue of
"confusingly simlar".

Even if the pool of nanes and marks that qualify as
"confusingly simlar" is sonewhat enlarged by this conclusion
that the "confusingly simlar" analysis can be applied to
domai n nanmes consisting of another’s mark coupled with a

generic word or term a contrary result would directly
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contravene Congressional intent in enacting the ACPA and would
permt a cybersquatter to evade the scope of the statute
nerely by adding to a distinctive or fanous mark a generic
termor word that has no connection to the goods or services
attached to that mark by its owner. For exanple, a
cybersquatter who sells notorcycles on a newmy registered
website such as dupont notorcycl es.com shoul d not escape
liability under the ACPA (assum ng sufficient evidence of bad
faith and mark fame or distinctiveness) by arguing that the
domain name is not confusingly simlar to the DUPONT mark on
t he grounds that the manufacture of chem cals has nothing to
do with the production of motorcycles. 38

This conclusion is consistent with the other ACPA case

|l aw t hus far. In Prine Publishers, Inc. v. Anerican-

Republican, Inc., 160 F. Supp. 2d. 266 (D. Conn. 2001), the

district court concluded after bench trial that ctvoices.com
was confusingly simlar to the mark "Voi ces", stating, "[w]e

do not believe the Defendant’s addition of a generic or

geographic termsuch as "ct" is sufficient to distinguish the

domain nanme fromPlaintiff’'s protected mark.... An internet

% 1nthis regard, the Court respectfully disagrees with the suggestion in Ford
Motor Co. v. Greatdomamins.com Inc., 177 F. Supp. 2d. 635, 642 n.3 (E.D. Mch

2001) that "fordstheatre.org ... incorporates the FORD nmark with the addition
of the generic word ‘theatre’ but, fromits context, is not ‘confusingly
simlar to” the FORD mark." That analysis under the ACPA is flawed because it

i nproperly considers the "goods and services of the parties.”
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user m ght reasonably assume that "ct" was added to the
Plaintiff’s mark by the Plaintiff to identify its geographic

| ocation.” Prime Publishers, 160 F. Supp. 2d. at 280

(citation omtted).

In Mattel, Inc. v. Internet Di nensions, No. 99 ClV.

10066, 2000 W. 973745, at *3 (S.D.N. Y. July 13, 2000), also
after bench trial, the court concluded that

‘bar bi espl aypen.comi was confusingly simlar to the mark
‘Barbi e’ because: "1) both contain the nanme ‘barbie’; 2) the
name ‘Barbie’ on the front page of the web site and the | ogo
BARBI E bot h have approxi mtely the sanme font, slant, size,
etc.; 3) both BARBIE and ‘ barbi espl aypen.coni are inextricably
associated with the verb ‘play,’ in the broad sense of the
term"3°

In Harrods Ltd. v. Sixty Internet Domai n Nanes, 157 F.

Supp. 2d. 658, 677-78 (E.D. Va. 2001), affirnmed in part,

reversed in part 302 F.3d 214 (4t" Cir. 2002), the district

court, after bench trial, concluded that donmai n nanes such as

harr odsbank, harrodsbanki ng, harrodsstore, harrodsshoppi ng,

® The Court notes that, in the second and third bases for finding confusing
simlarity, the district court noved beyond a conparison of the intrinsic
sight, sound, and neaning of the nane and the mark. The fornmer considered the
appearance of the mark as used in connection with its associ ated product and
by the cybersquatter. The latter considered the "goods ... of the parties" by
i mputing the concept of "play" to the mark.
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were confusingly simlar to the HARRODS mark because they bore
"a visual resenblance to the Harrods mark such that consumers
m ght think that they were used, approved, or pernitted by
[the trademark owner]." 1d. at 677. Elaborating, the
district court observed,

Al l eighteen second-|evel domain nanes at issue conbine
the distinctive HARRODS trademark wi th ot her generic or
geographic ternms in English and Spani sh. [ Defendant’s]
use of such qualifiers does not dimnish the simlarity
of the defendant Domain Nanmes to the HARRODS mark.... A
vi sual conpari son of each of the [domain nanes] with the
HARRODS trademark | eads to the indisputable conclusion
that the [domain names] are confusingly simlar to
plaintiff’s mark and a website user would reasonably
assume that the qualifier added to the HARRODS mark was
one added by Harrods Limted, the trademark hol der.

ld. at 677-78 (citations and quotations omtted). The court
"reinforce[d]" its conclusion by citing to a confirmatory
survey conducted by plaintiff's expert. [d. at 678.

In Ford Motor Co., 177 F. Supp. 2d. at 641-42, Ford's

al l egations that domai n names such as 4fordparts.com and

4f ordtrucks. com were confusingly simlar to the Ford mark were
sufficient to overcome one group of defendants’ Rule 12(b)(6)

nmotion to dism ss. The court noted "courts consistently have

found that ‘slight differences’ between domain nanmes and

regi stered marks, such as the addition of m nor or generic

words to the disputed domain nanes are irrelevant.” |d. at
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641 (citing Victoria's Cyber Secret, 161 F. Supp. 2d. at

1351) . 40
3. Bad Faith Intent to Profit

The Court next addresses the issue of whether defendants
acted with a "bad faith intent to profit" fromplaintiff’s
mar ks "omega" and "O' in registering and using the donmain
names OVEGAWATCH. com and OMEGATI ME. com  Both parties maintain
that they have established in their favor that there is no
genui ne issue of material fact on this el ement.

The ACPA |ists nine non-exclusive factors that "a court
may consi der” when determ ni ng whether a person has acted with
a bad faith intent to profit:

(1) the trademark or other intellectual property rights

of
the person, if any, in the domain nane;
(I'l') the extent to which the domain nanme consists of the
| egal name of the person or a nanme that is otherw se
commonly used to identify that person;
(1) the person’s prior use, if any, of the domain name
in

connection with the bona fide offering of any goods or
servi ces;

(I'V) the person’s bona fide noncommercial or fair use of
t he
mark in a site accessible under the domai n nane;

“ The Court notes that the test for "confusingly simlar" utilized in
Victoria's Cyber Secret is simlar to the Second Circuit’s "likelihood of
confusion” and not the standard for "confusingly simlar"” under the ACPA.
Sporty's Farm 202 F.3d at 498 n.11.
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(V) the person’s intent to divert consuners fromthe mark
owner’s online location to a site accessible under the
domai n name that could harmthe goodw || represented by

t he
mar k, either for comrercial gain or with the intent to
tarni sh or disparage the mark, by creating a |likelihood

of
confusion as to the source, sponsorship, affiliation, or
endor senment of the site;
(VI') the person’'s offer to transfer, sell, or otherw se
assign the domain name to the mark owner or any third
party

for financial gain wthout having used, or having an
i nt ent
to use, the donmain name in the bona fide offering of any
goods or services, or the person’s prior conduct
i ndi cating
a pattern of such conduct;

(VIl1) the person’s provision of material and m sl eadi ng

fal se contact information when applying for the
registration

of the domain nanme, the person’s intentional failure to

mai ntai n accurate contact information, or the person’s
pri or

conduct indicating a pattern of such conduct;

(VI11) the person’s registration or acquisition of
mul tiple
domai n names which the person knows are identical or
confusingly simlar to marks of others that are
di stinctive
at the time of registration of such domain nanmes, or
dilutive of fanobus marks of others that are fanmous at the
time of registration of such domain nanmes, w thout regard
to
t he goods or services of the parties; and

(I'X) the extent to which the mark incorporated in the
person’s domami n nane registration is or is not

di stinctive
and famous within the nmeaning of subsection(c)(1l) of this
section.

15 U.S.C. § 125(d)(1)(B)(i).
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The factors "reflect indicators that, in practice,
commonly suggest bad-faith intent or a lack thereof in
cybersquatting cases." Sen. Rep. No. 106-140, at 9 (1999);

see Sporty’'s Farm 202 F.3d 499 n.13 ("‘'[B]Jad faith intent to

profit’ is a termof art in the ACPA and hence shoul d not
necessarily be equated with ‘bad faith’ in other contexts.").
However, "the presence or absence of any of these factors
may not be determ native,” Sen. Rep. No. 106-140, at 9
(1999).4 The Fourth Circuit has stated, "Because this
evi dence is so convincing, Factor (V) standing alone supports
the district court’s finding of bad faith intent on the part
of Harrods BA." Harrods, 302 F.3d at 237. In its only
anal ysis of the ACPA to date, the Second Circuit enphasized
that "the nost inmportant grounds for [its] holding [of bad
faith intent were] the unique circunstances of [the] case,

which [did] not fit neatly into the specific factors

“4 Courts have granted sunmary judgnent even where the mark owner only
establ i shes some of the factors. See also, Eurotech, 213 F. Supp. 2d. at 626
(sunmary judgnment in favor of mark owner where only five of the nine ACPA
statutory factors were clearly satisfied and the "big picture” was fully
consistent with a finding of bad faith); Cable News, 177 F. Supp. 2d. at 527
(sanme where only six of the nine statutory factors supported cl ai mof bad
faith); Victoria s Cyber Secret, 161 F. Supp. 2d. at 1347-49 (sane where only
seven of the nine statutory factors weighed in favor of a finding of bad
faith); Mattel, 2001 W. 1035140 at *3-5 (sane where five factors favored a
finding of bad faith and one other "tip[ped] slightly" in favor of trademark
owner).
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enuner at ed by Congress but may neverthel ess be considered

under the statute." Sporty's Farm 202 F.3d at 499.

Thus, in granting or affirm ng summary judgnent in favor
of a mark owner on a claimunder the ACPA, district and
circuit courts evaluate the cybersquatter’s bad faith by
reviewing the record evidence in light of both the statutory
factors and the unique circunmstances of each case. See e.q.,

Virtual Wrks, 238 F.3d at 268-270; Doughney, 263 F.3d at 368-

69; F.C. F., 2001 WL 788975 at *1-2 (Unpublished Di sposition
Subject to Fourth Circuit Rule 36(c)); Eurotech, 213 F. Supp.
2d. at 623-27; Societe, 192 F. Supp. 2d. at 484-487; Cable

News, 177 F. Supp. 2d. at 523-27; Victoria's Cyber Secret, 161

F. Supp. 2d. at 1346-49; and Mattel, 2001 W 1035140 at *3-6.
Affidavit or declaration evidence is
insufficient to survive summary judgment if it is nerely

col orable or not significantly probative. See e.qg., Mttel,

2001 W 1035140 at *4; Victoria's Cyber Secret, 161 F. Supp.

2d. at 1348.

a.) Analysis of Bad Faith: Introduction

As in Newport Electronics, "[t]he court notes at the

outset that this is not the typical cybersquatting situation
where a person registers a fanmobus mark or nanme and then

attenmpts to extort profits fromthe owner of the mark by
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selling the domain nanme.... Rather, this is a case where both
parti es possess [l ongstanding] trademark rights to sonme
portion of the domamin nanmes in question.” 157 F. Supp. 2d. at
215-16.

The Fourth Circuit has provided a thorough and wel |l
reasoned bad faith analysis under the ACPA in a directly
anal ogous situation,* fromwhich this Court takes gui dance on
many of the issues in the present dispute.

As an initial matter,

The use of an identical mark by two different conpanies

sonetinmes allowed in trademark | aw under the concept of
‘concurrent use’ ... the legislative history of the ACPA
denonstrates that Congress recognized the |legitimcy of
concurrent use when it enacted the ACPA and did not

i nt end
to disrupt the rights of legitimte concurrent users of a
mar k. .. Accordi ngly, we should apply the bad faith factors

a manner that will not lead to a finding of bad faith

registration every time a concurrent user registers a
mar k.

Of course, even recognizing the rights of concurrent
users

of a mark, a legitimte concurrent user still violates
t he

ot her user’s trademark rights if it uses the shared nmark
in

a manner that would cause consunmer confusion...

Harrods, 302 F.3d at 233 (citations omtted).

“ Al though the Harrods decision is distinguishable fromthe present case in
that the trademark rights of the parties there were limted to different
geogr aphi cal regions of the world, that distinction generally has no bearing
on the application of the opinion’s reasoning to this case.
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I n support of its nmotion, plaintiff does not undertake a
systemati c analysis of the statutory factors. Plaintiff
argues that the marshal ed evi dence overwhel m ngly points to
def endants’ bad faith, and that defendants’ rebuttal evidence
and expl anations for registration and use of the two domain
names are not hing nore than unsupported conclusory allegations
concocted to survive summary judgnment. Thus, plaintiff
asserts that no reasonable jury could reach a concl usion ot her
than bad faith and it is entitled to judgnent as a matter of
| aw.

Def endants not only disagree but contend that the record
evi dence generated by discovery, when neasured agai nst the
non-excl usive bad faith statutory factors, clearly requires a
grant of summary judgnent in favor of them Defendants
further urge that, in addition to prevailing on any anal ysis
of the statutory factors, this case falls squarely within the
ACPA' s safe harbor provision.

After scrutiny of the record, the Court concludes that
both parties’ notions nust be denied with respect to the issue
of defendants’ bad faith intent to profit under the ACPA and
the determ nation properly left to a jury, mndful that "at
the summary judgnment stage the judge's function is not hinself

to weigh the evidence and determ ne the truth of the matter
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but to determ ne whether there is a genuine issue for trial."
Anderson, 477 U.S. at 249.
b.) Analysis of Bad Faith: Unique Circunstances

Loom ng in the background of the facts giving rise to
this case is the specter of at |least fifteen years of strife,
acrinony, and |egal battle between the parties over each
party’s right to use the trademark "Orega"” in their respective
comrerci al spheres of operation.#* The enbodinent to the end
of the strife, the "worldw de agreenent” reached in 1992,
quickly turned illusory as the parties returned to the table
to work out and execute the 1994 Agreenent.

Then as now, plaintiff’s business was the sale of watches
and correspondi ng accessories.* Even so, |less than two years
after CE inked its nane to the 1994 Agreenent and havi ng never
sol d wat ches under the mark "Omega", * OP and CS, OE's

"affiliates” and "trade vehicles", sparked the present

“ plaintiff’'s 9(c)(2) Statement Y 18-22.
“ ) d.

“ Def endants’ Menorandum in Support of Summary Judgnent Appendi x | (Deposition
of Christine S. Rupp 54:4-56:17) and Appendix |1 (Deposition of Hanspeter
Rentsch 114:24-115:19); Plaintiff’s 9(c)(1) Statenent Exhibit P (Deposition of
Christine S. Rupp 196:6-198:10).

% pefendants’ 9(c)(2) Statenment 7 8, 12, and 14 (Defendants do not offer and

have not sol d watches defined as "small, portable tinepieces[s], especially
worn on the wist or carried in the pocket.").
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controversy when they registered and began to use
OVEGAWATCH. com and OMEGATI ME. com 47

On the OVEGAWATCH. com and OVEGATI ME. com websi t es,
def endants posted a conbi ned total of four pages as seen in
the exhibited printouts.* The three pages related to
OMEGAVWATCH. com wer e headed by the caption "OVEGA Press, Inc.",
contai ned the slogan "Watchword on Scientific and Techinical
Books" positioned just underneath the conmpany nanme, described
and listed for sale scientific books such as "Tenperature
Measur enment in Engineering"” and "pH Measurenents", and
provi ded contact information for interested consuners.

The one page printout related to OVEGATI ME. com was headed
by the caption "OVEGA Scientific, Inc.", contained the sl ogan
"Timely Introducing Scientific Instruments” positioned just
beneat h the conmpany nanme, described and |listed for sale five

categories of scientific instruments (including "Tool Kits",

"Test Instrunentation", "Handheld |Instrunents for
Tenperature", "Conputer and Testing Accessories", and
4 See Hol | ander Declaration 7Y 5-6, 10-11, 14-18, and Exhibits D, E, F, |, and

J. Exhibit E includes two internal menoranda, an e-mail dated Decenber 14,
1995, and a handwitten letter dated May 22, 1996. The e-mmil provides
informati on for registering the of fendi ng domai n nanmes, including each one’s
correspondi ng sl ogan, and instructs on the tim ng of such registrations. The
handwri tten menorandum confirms that both sites had been "approved,” would be
"l'ive inmedi ately,” and purports to have attached the printouts described in
the following text, see infra at p. 39-40.

% See Hol | ander Decl aration Exhibits C, D, E, F, G and H.
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"El ectronic Assenbly Tools"), and provided contact information
for interested consuners. Nowhere on the page were any sort
of timng devices |listed for sale.

| medi ately after defendants’ commencenent of use of the
sites, on May 28, 1996, plaintiff’s counsel wote defendants’
out side counsel, warning of litigation if defendants did not
transfer both domain names to plaintiff.4°

In selecting OVEGAWATCH. com and OVEGATI ME. com ost ensi bly
for the pronmotion and furthering of their own enterprise,
def endants added generic terns to their trademark (an
abbreviated form of their business name) that exactly
descri bed their old adversary’s primary product and that
product’s primary function, but which bore no relationship
what soever to either their own products or the products
offered for sale on the newly registered websites. It would
seem that the strong inference to be drawn from such evi dence
is that defendants acted in bad faith and not with a bona fide

pur pose of pronoting their own business. 5!

% See Hol | ander Declaration § 19 and Exhibit J.

% The concept of time in nodern society is inextricably intertwined with the
wat ch. Watches keep “tinme”, and people generally ook to their watches to
respond to the inquiry, “Do you have the tinme?”

 In addition, as plaintiff stresses in its briefs, less than fourteen nonths
prior to OE's affiliates’ registration and use of OVEGAWATCH. com and
OVEGATI ME. com defendant OE engaged in conduct that |ater becane the basis for
finding one of its subsidiary’s, Sporty’'s FarmL.L.C., a cybersquatter
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I n response, defendants explain that, in creating,
regi stering, and usi ng OVEGAWATCH. com and OVEGATI ME. com
def endants were specifically inplenenting OE' s general
mar keting strategy.® In brief, defendants maintain that, in
accordance with their general nmarketing practices, they
originally selected and registered the offending domai n nanmes
in Decenber of 1995 to feature advertising canpaigns for the
sale of scientific books and instrunments, and then
subsequently used the sites for that purpose until at |east
July 17, 1998.

Specific to the advertising canpai gns, defendants claim
that they derived the domai n nane OMEGAWATCH. com from a
conbi nati on of defendants’ trademark OVEGA plus the generic

word "watch" as an abbreviation for the slogan "Watchword on

In January 1996, nine months after registering sportys.com OE forned
anot her whol |l y-owned subsidiary [Sporty’s FarmL.L.C.] ... and sold it
the rights to sportys.comfor $16, 200. .

It cannot be doubted, as the court found bel ow, that OE
regi stered sportys.comfor the primry purpose of keeping
Sportsman’s from usi ng that domain nane. Several nonths
later, and after this lawsuit was filed, CE created another
conmpany in an unrel ated business that received the nane
Sporty’s Farmso that it could (1) use the sportys.com
domai n nanme in sone comercial fashion, (2) keep the name
away from Sportsman’s, and (3) protect itself in the event
that Sportsman’s brought an infringement claimalleging that
a ‘likelihood of confusion’” had been created by OE s
version of cybersquatting.

Sporty’'s Farm 202 F.3d at 494 and 499.

%2 See supra at pp. 5-9.
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Scientific and Techni cal Books;" and the domain nane
OVEGATI ME. com from a conbi nati on of defendants’ trademark
OMEGA plus the generic word "time" as an abbreviation for the
slogan "Timely Introducing Scientific Instrunents”. Sonetinme
thereafter, still consistent with their marketing strategies,
say defendants, they converted the websites into nere
hyperlinks. |In support of their explanation, defendants rely
al nost exclusively on the declaration testinmony of Dr. MIlton
B. Hol |l ander, director of OE, OP, and OS, and the attached
four pages of printouts described above. %3

Al t hough plaintiff has pointed to both direct and
circunstanti al evidence of defendants’ bad faith, including
their seemingly illogical explanation of the derivation of the
domai n names fromthe subject slogans, domain names which bear
no relationship to defendants’ products or slogans, m ninal
evi dence of any advertising canpai gns, defendants’
di sputatious past with plaintiff, and prior engagenment in
activity proscribed by the ACPA, the credibility of
def endants’ explanation on this summary judgment record is

nore properly assessed by a jury, which could credit

% See supra at pp. 5-9 and 39-40; Hollander Declaration Exhibits C, D, E, F,
G and H Defendants al so provided a second declaration of Dr. Hollander as
Exhibit 4 to Defendants’ Opposition to Summary Judgnent (" Hol | ander
Declaration I1"), the testinonial contents of which do not differ
significantly fromthe Holl ander Decl arati on.
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def endants’ testinmony and conclude that: 1) the disputatious
past between the parties and the use of generic ternms highly
correlated with plaintiff’s business bore only a spurious
relationship to defendants’ registration and use of
OMEGAVWATCH. com and OVEGATI ME. com 2) al t hough the words
"watch"” and "tinme" do not appear likely candi dates for
abbreviating respectively "Watchword on Scientific and
Techni cal Books" and "Tinmely Introducing Scientific

| nstrunments”, the odd abbreviations derived, for exanple, from
the belief that cunbersome adverbial endings such as -ly |ack
brevity desirable in business and the fact that OE was on the
wat ch (or | ookout) for what types of books m ght be
appropriate for sale to the scientific comunity; 3) al
external evidence of the advertising canmpaigns, in which the
sl ogans and their correspondi ng donmai n nanes were associ at ed,
has in fact been lost in the sands of tine; 4) the original
printouts of the websites and two pages of internal nmenoranda
remain the [ast and only evidence that sonme type of
advertising canpaign had at one tine existed; and 5) the
subsequent hyperlinks were in part an attenpt to offer the
proverbial olive branch to plaintiff - renoving any real or

i mgi ned obstacle for custoners seeking watches by pointing

themto plaintiff’s website - and not to disguise an otherw se
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illegitimte purpose in registering and using the offending
domai n namnes.
c.) Analysis of Bad Faith: Statutory Factors

Factors (1),% (I1),% and (VII1)% weigh in favor of
def endants because OE hol ds at | east one | ongstandi ng and
i ncontestabl e registered trademark for the mark “Onega”, ®’
OMEGAVWATCH. com and OVEGATI ME. com i ncor porate the "onega"
portion of each defendant’s |egal name, and defendants

accurately identified thenselves as the registrants of

% 15 U.S.C. 8§ 1125(d)(1)(B)(i)(l1)("the trademark or other intellectua
property rights of the [all eged cybersquatter], if any, in the domain nane.").

% 15 U.S.C. 8§ 1125(d)(1)(B)(i)(I1)("the extent to which the domain nane
consists of the legal nane of the [all eged cybersquatter] or a name that is
ot herwi se commonly used to identify that person.").

% 15 U.S.C. § 1125(d)(1)(B)(i)(M1)("the [alleged cybersquatter’s] provision
of material and mi sleading contact information when applying for the

regi stration of the domain name, the person’s intentional failure to maintain
accurate contact information, or the person’s prior conduct indicating a
pattern of such conduct.").

5 See supra at note 7, and p. 26 and note 33. Defendants also offer evidence
of Benel ux (Bel gium Netherlands, and Luxemborg) trademark registrations of

“ OVEGAWATCH. COM' and “OVEGATI ME. COM' owned respectively by OP and OS. See

Ri ggs Declaration Y 7-8 and Exhibits Q and R The forner is for paper

books, and generally other printed matter, and the latter for scientific
apparatus, although not tiners. Curiously, both were filed and regi stered on
June 4, 1996, roughly six weeks subsequent to plaintiff’s warning of
litigation over the identical domain nanes. Although the fact of these

regi strations woul d appear to provide defendants with evi dence of good faith
under Factor (1), the substance and tim ng of these trademark registrations is
suspi ci ous. Defendants have nerely tradenmarked the of fendi ng domai n nanmes for
the general categories of products that first appeared on those pages. As set
forth above, neither those products nor their allegedly acconpanying sl ogans
appear to bear any rational relationship to the generic portion of the domain
nanmes. Further, defendants made these foreign registrations in the face of
possible litigation over identical subject matter.
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OMEGAVWATCH. com and OVEGATI ME. com and accurately stated their
address and billing and adm nistrative contacts when they
regi stered these dommi n nanes. %

Factor (111)% appears to weigh in favor of the concl usion
t hat defendants acted in bad faith in registering and using
OVEGAWATCH. com and OMEGATI ME. com  Expl ai ning Factor (I11),
Congress commented, "the legitimte use of the domain nane in
online comerce may be a good indicator of the intent of the
person registering the name." S. Rep. 106-140, at 13 (1999);
H R Rep. 106-412, at 11 (1999). Although defendants
ostensi bly offered goods at both OVEGAWATCH. com and
OVEGATI ME. com on the evidence di scussed above, they w |
li kely have an uphill battle to persuade a jury that such
offering was either “legitimate” or, in the | anguage of the
statue, “bona fide,” and part of an “advertising canpaign” to
advance the offering of goods as opposed to an ad hoc creation
to disguise illegitimte conduct directed against an

adversary.

® Plaintiff’s 9(c)(2) Statement T 28.
%15 U.S.C. 8§ 1125(d)(1)(B)(i)(lIl1)("the [alleged cybersquatter’s] prior use,

if any, of the domain name in connection with the bona fide offering of any
goods or services.").
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On the present record, Factor (V) does not tip
decisively in favor of defendants or plaintiff. The factor
focuses on confusion created in the first instance by a
carefully selected domain nanme that, by virtue of its
simlarity to a mark or the products of a mark owner, results
in the diversion of custoners fromthe mark owner’s online
website. Thus, registration and use of dommin nanes that are
hi ghly descriptive of goods offered by the mark owner but not
of fered by the all eged cybersquatter is significantly
probative evidence of bad faith under this factor. See
Harr ods, 302 F.3d at 236.

Therefore, as set forth above, defendants’ registration
and use of domain nanmes containing generic terns exactly
describing plaintiff’'s principal product and its chief
function but not descriptive of any product sold by defendants
or offered at the offending websites constitutes strong
evi dence of defendants’ intent to divert customers from
plaintiff’s online |location by creating a |ikelihood of

conf usi on.

© 15 U.S.C. 8§ 1125(d) (1) (B)(i)(V)("the [alleged cybersquatter’s] intent to
di vert custoners fromthe mark owner’s online |ocation to a site accessible
under the domain nane that could harmthe goodwi Il represented by the mark,
either for comercial gain or with the intent to tarnish or disparage the
mark, by creating a likelihood of confusion as to the source, sponsorship
affiliation, or endorsenent of the site.").
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However, nore vexing is the part of Factor (V) requiring
that the intent to divert be “for comrercial gain.” The
original websites ostensibly offered products for sale, but
def endants’ replacenent hyperlinks guided consuners where they
wanted to go, that is, to defendants’ websites or, under
def endants’ olive branch theory, to plaintiff’s. On this
record, a jury will have to decide whether it is persuaded by
evi dence that the hyperlinks were established in part to
denonstrate defendants’ good faith effort to resolve the
di spute referenced in plaintiff’s attorney’ s letter; or, anong
ot her possibilities, that defendants were really positioning
thenselves simlarly to a retailer that strategically places
particular items at the entrance to its store hoping to
i nterest consunmers who enter with the intent of purchasing
ot her unrel ated products - such that internet users seeking
i nformati on on Orega watches will find the "world | eader in
process nmeasurement and control instrunments”, and, if
intrigued, click on onega.com and browse defendants’ vast
offering of scientific and industrial products. |In other
words, the jury will decide whether defendants’ hyperlink
denonstrates good faith or that defendants used the domain
names to capture potential customers through illegitimte

channel s or for sone other inproper econoni c notivation.
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Factor (VI)® favors defendants because it is undi sputed
t hat defendants have not offered to sell OVEGAWATCH. com or
OMEGATI ME.com to plaintiff or any third party for nonetary or
ot her renuneration.®% Although defendant OE' s conduct recorded

in Sporty’s Farm does constitute the type of activity

described in this factor, one instance of such conduct woul d
not fit within the statutory word "pattern.”

Factors (VII1)% and (IX)%, while nomnally in favor of
plaintiff, really play no part in an ACPA anal ysis when both
parties, as here, have trademark rights to sone portion of the
of f endi ng domai n nanes. Regarding the application of Factor
(VI1l) in the concurrent user context, the Fourth Circuit
st at ed,

This factor was intended by Congress to target the
‘practice known as warehousing, in which a cyberpirate

15 U.S.C. § 1125(d)(1)(B)(i)(M)("the [alleged cybersquatter’s] offer to
transfer, sell, or otherw se assign the domain name to the mark owner or any
third party for financial gain wthout having used, or having the intent to
use, the domain name in the bona fide offering of any goods or services, or
the person’s prior conduct indicating a pattern of such conduct.").

2 plaintiff’s 9(c)(2) Statement T 26.

8 15 U.S.C. 8§ 1125(d)(1)(B)(i)(MII1)("the [alleged cybersquatter’ s]

regi stration or acquisition of multiple domain nanes which the person knows
are identical or confusingly simlar to marks of others that are distinctive
at the tinme of registration of such domain nanmes...w thout regard to the goods
or services of the parties.").

15 U.S.C. 8§ 1125(d)(1)(B)(i)(I1X)("the extent to which the mark incorporated
in the [all eged cybersquatter’s] domain nanme registration is or is not

di stinctive and fanmous within the meaning of subsection (c)(1) of this
section.").
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registers nmultiple domain nanes — sonetines hundreds,
even

t housands — that mrror the trademarks of others...Wile

registration of nmultiple domain nanes is a factor that a

court may consider in determ ning bad faith, Congress
war ned

that the ACPA ‘does not suggest that the nere
registration

of multiple domain names is an indication of bad
faith' ...

This is presumably because many conpanies legitimtely

regi ster many, even hundreds, of domain names consisting
of

various pernutations of their own trademarks in
conbi nati on

with other words. ‘Just as they can have several
t el ephone

nunbers, conpanies can register nultiple domain nanes in

order to nmaxim ze the chances that custonmers will find
their

web site.

...Factor(Vill) wll be triggered whenever there are

concurrent users of a trademark...In the case of
legitimate

concurrent users, Factor (VIIl) does not reliably
i ndi cate

anyt hi ng about the bad faith (or lack thereof) of the
domai n

name registrant. Thus, standing al one, the fact that a
conpany naned Harrods of Buenos Aires with trademark
rights

in the name ‘Harrods’ registers hundreds of Harrods-
rel ated
domai n names does not indicate bad faith.

Harrods, 302 F.3d at 239 (quotations and citations
onmi tted).

Al t hough it is undisputed that defendants have registered

a number of Onega domai n names, including OVEGAWATCH and
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OVEGATI ME, ¢® it is al so undi sputed that defendants hold a
val id, subsisting, and incontestable registered trademark for
“Omega” in connection with tenperature nmeasurenent products. 6
Therefore, applying the sound reasoning of Harrods to the
present dispute, the fact that a conpany named O, GS, or OP
with trademark rights in the nanme "Orega" registers hundreds
of Omega-rel ated domai n names does not al one indicate bad
faith. Accordingly, “Factor (VIIl) cannot be wei ghed agai nst
[ defendants] in the bad faith cal culus.” Harrods, 302 F.3d at
240.

Simlarly, regarding Factor (IX), although plaintiff’s
mar ks “Omega” and “O as used in connection with watches are
i nherently distinctive within the nmeaning of the ACPA ¢ this
factor is entitled to little weight because defendants, having
trademark rights in "Omega", are entitled to appropriate

concurrent use of that mark in domai n nanes. See Harrods, 302

F.3d at 240. ©8

% pDefendants’ 9(c)(2) Statement T 17.
% See supra at note 7, and p. 26 and note 33.
¢ See supra at pp. 17-20.

% Factor (1V), 15 U.S.C. § 1125(d)(1)(B)(i)(1V), reads "the [alleged
cybersquatter’s] bona fide nonconmercial or fair use of the mark in a site
accessi bl e under the domain nane."” The parties have not argued whether this
factor applies to the present case. Further, as defendants’ use of the

of fendi ng domain names is ostensibly for conmmercial purposes, this factor
appears to have no application in the present analysis. See Harrods, 302 F. 3d
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d.) Analysis of Bad Faith: Summary

Plaintiff has offered and pointed to direct and
circunmstantial evidence in the summary judgment record from
whi ch a reasonable jury could readily find that: 1) Defendants
never used or intended to use OVEGAWATCH. com and OVEGATI ME. com
in connection with the bona fide offering of goods and
services pursuant to an ad canpaign; 2) Defendants intended to
di vert custonmers fromplaintiff’s website either for
commercial gain, out of spite, historical rivalry, or other
reasons, by creating confusion as to the source, sponsorship,
affiliation, or endorsenment of OVEGAWATCH. com and

OVEGATI ME. comt and 3) As depicted in Sporty's Farm OE

previously sold the domain nane sportys.com for financial gain

in contravention of the spirit of Factor (VlI). See Sporty’'s

Farm 202 F.3d at 499. Accordingly, plaintiff has sustained
its burden under Celotex to preclude defendants from
prevailing on their notion for summary judgnent in accordance
wi th Cel ot ex.

I n opposition to plaintiff’s notion, defendants offered
the following five key pieces of evidence: 1) Dr. Holl ander’s

decl arations; 2) Internal nenoranda dated Decenber 14, 1995,

at 235-36.
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and May 26, 1996; 3) Four pages worth of printouts
menorializing the content of OVEGAWATCH. com and OMEGATI ME. com
fromroughly May of 1996 to July of 1998; 4) The content of

t he present hyperlink sites at OVEGAWATCH. com and
OMEGATI ME. com and 5) The undi sputed fact that defendants have
not offered to sell OVEGAWATCH. com or OMEGATI ME.com to
plaintiff or any third party for nonetary or other
remuneration.

Resol ving all factual issues in defendants’ favor, as the
Court nust on summary judgnment, the Court believes that, with
Dr. Holl ander’s decl aration and attached exhibits, defendants
as non-novants have produced just enough evidence to "go
beyond the pl eadings and by [their] own affidavits
...designate specific facts showng ... a genuine issue for
trial." Celotex, 477 U.S. at 324. Wiile the evidence is
close to “so one-sided that [plaintiff] nust prevail as a
matter of |aw, " Anderson, 477 U.S. at 252, the Court can not
rule out the potential for a reasonable jury crediting
def endants’ explanation in a nmanner anal ogous to that set
forth above, see supra at p. 43-44, and therefore the Court
concludes that there is something nore than a scintilla of
evi dence to generate a genuine issue of material fact on the

i ssue of defendants’ bad faith. Thus, on this summary
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judgnment record, a jury is the entity that will test Dr.
Hol | ander’s credibility on whether an advertising canpai gn
exi sted and, if so, whether it was a bona fide comerci al
undertaki ng or purposefully developed to re-kindle a
hi storical dispute with plaintiff over the parties’ respective
use of the trademarks "Onega" and "O'.® Accordingly,
plaintiff’s notion must be denied as to defendants’ bad faith.
4. Damages

The enacting legislation for the ACPA states that the
statute "shall apply to all domain nanes regi stered before,
on, or after [Novenber 29, 1999]...except that damages
...shall not be available with respect to the registration,
trafficking, or use of a domain name that occurs before

[ November 29, 1999]." Pub.L. 106-113 § 3010.

% The ACPA contains a safe harbor provision, which provides in pertinent part,

"bad faith intent...shall not be found in any case in which the court
deternines that the person believed and had reasonabl e grounds to
believe that the use of the domain name was a fair use or otherw se

[ awful . "

15 U.S.C. § 1125(d) (1) (B)(ii).

If it is found that defendants acted with bad faith in registering and
usi ng OVMEGAWATCH. com and OMVEGATI ME. com defendants will not be entitled to
avai|l thenmselves of the safe harbor’s shelter. See Virtual Wrks, 238 F.3d at
270 (The safe harbor provision should not be construed "so broadly as to
underm ne the rest of the statute...a defendant who acts even partially in bad
faith in registering a domain nane is not, as a matter of law, entitled to
benefit fromthe Act’s safe harbor provision.")
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Def endants argue that, because they registered
OVEGATI ME. com and OVEGAWATCH. com i n Decenber of 1995 al nost
four years prior to the enactnment of the ACPA, OSA s claimfor
damages should be dism ssed. In support of their argunents,

def endants characterize Sporty’s Farm as hol di ng "damages

unavai | abl e because defendant registered and used domai n nane
prior to passage of ACPA."7° Plaintiff acknow edges that the
ACPA does not permt the recovery of damages "that occur prior
to the enactnment of the statute"” but asserts that "danmages
whi ch flow subsequent to [ Novenmber 29, 1999] are fully
recoverable. "

Al t hough plaintiff provides only truncated analysis, its
| egal position is correct. The ACPA inposes liability on a
person who, anong other requirenents, "registers, traffics in,

or uses a domain nane..." 15 U.S.C. 1125(d)(1)(ii) (enphasis

added). The conjunctive "or" clearly indicates that liability
can flow fromany one of the three listed activities.’”?
Further, section 3010 of Pub. L. 106-113 serves nerely to

limt an offender’s potential liability by precluding the

™ Def endants’ Menorandum of Law in Support of Summary Judgnment at 24.
" Plaintiff’s Menmorandumin Opposition at 14.
2 See also 15 U.S.C. § 1125(d)(1)(D)("A person shall be liable for using a

domai n nane under subparagraph (A) only if that person is the domain nane
regi strant or that registrant’s authorized licensee.").
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recovery of nonetary damages for conduct constituting any of
the three listed activities before Novenmber 29, 1999.

By defendants’ own adni ssions, OVEGATI ME. com and
OVEGAWATCH. com have been in continuous use fromthe date of
registration until the present, first as a site used for
selling products, and second as a conduit with hyperlinks. "
Accordingly, plaintiff my not recover damages for defendants’
regi strati on of OVEGATI ME. com and OVEGAWATCH. com i n Decenber
of 1995 and any use of those domain names precedi ng Novenber
29, 1999. However, if proved, plaintiff may recover damages
derivative of defendants’ use of the domain nanes after
November 29, 1999.7

5. Statute of Limtations and Laches

Def endants urge that plaintiff’s clains are tinme barred
by the applicable statute of limtations and the equitable
doctrine of |aches. Recognizing that the ACPA does not

specify a limtations period, defendants argue that anal ogous

® Hol | ander Decl aration Y 10-13 and 20.

™ Defendants’ talismanic invocation of Sporty’'s Farmis inapposite because, in
that case, prior to the enactnent of the ACPA (on Novenber 29, 1999), the
district court had issued an injunction forcing OE and OF's subsidiary to
relinquish all rights in and transfer the domain nanme at issue. See Sporty’s
Farm 202 F.3d at 495 and 500. Thus, all use of the domain nanme by the |ater
adj udged cybersquatter, OE s subsidiary, ceased prior to the enactnent date of
the ACPA, the date before which damages were not available with respect to the
use of a dommin nane.

60



state law requires the application of a three year statute of
[imtations to plaintiff’s claim Thus, defendants assert
that plaintiff’s claimis untinely "because it is undi sputed
that OSA first | earned of defendants’ registration of the
domai n names at issue in or about May 1996 ..., which is nore
than four years prior to the date of comrencenent of this
lawsuit."’™ Plaintiff’s responds that its claimis tinely
because it filed its conplaint on Septenmber 27, 2000, within
one year of the enactnent of the ACPA. 76

At oral argunment, counsel for defendants characterized
the statute of |imtations defense as a "slam dunk"”
Resol ution of the argument is in fact as easy as a "slam
dunk," but scores two points for plaintiff.’”” As with damages,
Def endants’ argunent here is fundanmentally flawed because it
assumes plaintiff’s cause of action under the ACPA began to
accrue when plaintiff first | earned of defendants’
registration or use of OVEGAWATCH. com and OMEGATI ME. com
Thus, defendants fail to recognize that the plain | anguage of

the statute can inpose liability not only for a one tinme event

” Def endant’s Menorandum of Law in Support of Summary Judgnent at 26.
® Plaintiff’'s Qpposition to Summary Judgnent at 14.
™ Counsel’s hyperbole also runs afoul of an ancient proverb fromthe Near

East: "One who puts on arnor should not brag like one who takes it off." |
Ki ngs 20:11 (New Revi sed Standard Version).
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(such as registration) but also for iterative or on-going
actions (such as trafficking and using). See 15 U.S.C. 8§
1125(d) (1) (A) (ii). The statutory |anguage thereby
conceptualizes the illegitimte use of a domain nanme as an
ongoi ng harm

Accordingly, any injunction’ issued under the ACPA for
the forfeiture, cancellation, or transfer of a domain name in

current use is a formof prospective relief. See Sporty’s

Farm 202 F.3d at 502 ("Sinmilarly, the injunction that was
issued in this case provided only prospective relief to
Sportsman’s. Since it did no nore than avoid the continuing

harm that would result from Sporty’s Farm s use [of] the

domai n name, there is no retroactivity problem"); Viacom|nc

V. Ingram Enters., Inc., 141 F.3d 886 (8" Cir

1998) (characterizing trademark dilution under the FTDA as an
on-goi ng wong and therefore permtting injunctive relief
agai nst conduct that began before the enactnment of that

statute); Landgraf v. USI Film Prods., 511 US 244, 278

(1994) ("application of new statutes passed after the events in

™ The ACPA explicitly enpowers district courts to order injunctive relief
based solely on the use of a domain nane. See 15 U.S.C. § 1125(d)(1)(c)("In
any civil action involving the registration, trafficking, or use of a donmin
nane under this paragraph, a court nmay order the forfeiture or cancellation of
t he domain nanme or the transfer of the domain nane to the owner of the

mar k. ") (enphasi s added).
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suit is unquestionably proper in many situations. When the
intervening statute authorizes or affects the propriety of
prospective relief, application of the new provision is not
retroactive").’” Therefore, because defendants continue to use
the of fending websites, no statute of limtations would bar
plaintiff’s claimfor injunctive relief under the ACPA

Wth respect to damages, it is undisputed that plaintiff
filed the present suit in Septenber of 2000, within one year
of the enactnent of the ACPA, and correspondingly within one
year of the date fromwhich plaintiff was statutorily
permtted to seek damages for defendants’ continuing use of
the two domain names. Therefore, the Court need not decide
whet her def endants’ asserted three year statute of limtations
restricts plaintiff’'s claimfor damges to those occurring
after Septenmber of 1997 because Congress has already |imted
any nonetary recovery to injuries resulting fromthe
registration, trafficking, and/or use of a domain nane after
Novenmber 29, 1999.

As a separate and i ndependent matter, defendants argue

that plaintiff's request is also tine barred by the equitable

™ The Court recognizes the difference between the |egal doctrines of
retroactivity and statute of limtations. However, in the context of
injunctive relief, the concept of on-going harmrenders both doctrines equally
i napplicable.
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doctrine of laches. Believing the applicable limtations
period has run on plaintiff’s claim defendants claima
presunption of |aches applies to bar "OSA s bel ated cl ai ns

unl ess OSA can advance sonme conpelling reason for excusing its
unwar r ant ed del ay. "8

Mor eover, defendants maintain, they have been prejudiced by

OSA’ s purported delay since "...defendants no | onger have

docunments or current enpl oyees from which they can reconstruct
a full picture of their early use of the domain nanes."?8!

Laches is based on the maxim vigilantibus non

dorm enti bus aequitas subvenit, nmeaning ‘equity aids the
vigilant, not those who sleep on their rights .... It is
an equitable defense that bars a plaintiff's equitable
claimwhere he is guilty of unreasonable and inexcusable
delay [in commencing an action] that has resulted in
prejudice to the defendant. A party asserting the

def ense of | aches nmust establish that: (1) the plaintiff
knew of the defendant's m sconduct; (2) the plaintiff

i nexcusably delayed in taking action; and (3) the

def endant was prejudiced by the del ay.

| kelionwu v. U.S., 150 F.3d 233, 237 (2d Cir. 1998) (quotations

8 Def endant’s Menorandum of Law in Support of Summary Judgnent at 26.
& 1 d.
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and citations omtted).® Delay results in prejudice "when the
assertion of a claimavail able sone tinme ago woul d be
inequitable in light of the delay in bringing that claim...
Specifically, prejudice ensues when a defendant has changed
his position in a way that would not have occurred if the
plaintiff had not delayed."” Conopco, F.3d at 191 (quotation
onmi tted).

"The equitable nature of | aches necessarily requires that
the resol ution be based on the circunstances peculiar to each
case.... The inquiry is a factual one. The determ nation of
whet her | aches bars a plaintiff fromequitable relief is

entirely within the discretion of the trial court.™ Tri-Star

Pictures, Inc. v. Leisure Tine Prods., 17 F.3d 38, 44 (2d Cir.
1994) (citations omtted).

Under the facts peculiar to this case, the Court cannot
conclude that plaintiff slept on its rights. Although
plaintiff knew of defendants’ registration and use of

OVEGAWATCH. com and OMEGATI ME. com at | east as early as May 28,

8 "When a suit is brought within the time fixed by the anal ogous statute, the
burden is on the defendant to show ... circunstances exist which require the
application of the doctrine of laches. On the other hand, when the suit is
brought after the statutory tinme has el apsed, the burden is on the conpl ai nant
to aver and prove the circunstances nmaking it inequitable to apply laches to
his case."” Conopco, Inc. v. Canpbell Soup Co., 95 F.3d 187, 191 (2d Cir

1996) (quot ation and citation omtted). As already discussed, plaintiff
initiated this action well within any applicable statute of |imtations, and
therefore defendant is not entitled to a presunption of |aches.
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1996, 8 plaintiff had no cause of action under the ACPA until
the date of its enactnent, Novenber 29, 1999. Therefore, the
period from May 28, 1996 to Novenmber 29, 1999, cannot
constitute "inexcusable delay" for purposes of defendants’

affirmati ve defense of | aches. See Bi o-Tech. Gen. Corp. V.

Genentech, Inc., 80 F.3d 1553, 1564 (Fed. Cir. 1996) (Genentech

did not unreasonably delay in bringing suit during the period
begi nning in 1985 and ending in 1988 because it had no

infringement claimuntil the enactnent of 35 U.S.C. § 271(Qq)

in 1988.); Cohen & Sons Co. v. Hearst Magazines, lnc., 220
F.2d 763, 765-66 (C. C.P. A 1955)(Affirmative defense of | aches
presupposes failure to assert a right and therefore cannot be
predi cated on inaction prior to enactnment of the Lanham
Trademark Act of 1946 giving rise to right of cancellation.)
The Court does not hesitate in also concluding that
plaintiff’'s ensuing delay of ten nonths before filing this
action cannot be characterized as "inexcusable."

Further, the fact that, upon |earning of the existence of
def endants’ websites in May of 1996, plaintiff could have
mounted a | egal attack against the domain names under 15
U S . C 8§ 1125(a)(Section 43(a) of the Lanham Act) or the FTDA

does not alter the Court’s |aches anal ysis because "Congress

8 See Hol | ander Decl aration Exhibit J.
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viewed the |l egal renedies available for victinms of
cybersquatting before the passage of the ACPA as ‘expensive

and uncertain’." Sporty’s Farm 202 F.3d at 495; see al so

Virtual Works, 238 F.3d at 267 ("[The ACPA] was required to

address this situation because then-current |aw did not
expressly prohibit the act of cybersquatti ng and
cybersquatters had started to take the necessary precautions
to insulate thenselves fromliability under the [FTDA].")

In addition to the absence of inexcusabl e delay,
def endant has not established prejudice. As set forth above,
after a decade or nore of acrinonious relations with
plaintiff, defendants’ registration and use of OVEGAWATCH. com
and OVEGATI ME. com pronpted an al nost i mredi ate war ni ng of
l[itigation fromplaintiff. |In the face of such circunstances,
for purposes of a |aches analysis, it is reasonable to assune
t hat sophisticated business entities such as defendants should
have taken steps to preserve or nenorialize evidence to enable
a | ater reconstruction of their early use of the domain nanes.
Def endants’ failure to do so cannot formthe basis of a | aches
claimon the grounds of prejudice.

In conclusion, neither statute of limtations nor |aches
forma basis for granting defendants’ notion for summary

j udgnent .
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| V. Concl usion

For the foregoing reasons, the Court has denied

def endant s’
nmotion [Doc. # 73], granted plaintiff’s notion [Doc. # 77] for
sunmary judgnent in part with respect to two el ements of the
ACPA, distinctiveness and confusingly simlar, and denied
plaintiff’s notion in part with respect to the issue of

def endants’ bad faith (and the fame of plaintiff’'s marks).

I T 1S SO ORDERED

/sl

Janet Bond Arterton, U S.D.J.

Dat ed at New Haven, Connecticut, this 18" day of October,

2002.
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